DEC-23-03 TUE 03=32 PM BOZICEVIC 



FAX NO. 650 327 3231 



P. 07 



REMARKS 



Ally Dkl. No.: 10091975-J 



The Examiner is respectfully requested to withdraw the rcjecliuns and 
allow Claims 68, 10-14 ami 16-20, the only claims pending and eunvntly under 
examination in this application. 

Claims 6 and 12 have been amended to !f , CT . if y Ulal lhc miclovatve 
includes a phase reversible gel material having 3 firm porosity that can be 
modulated in response to an applied stimulus to provide a second porosity Tile 
contacting steps of these claims have been amende ,„ specify t, la , consent, 
of the flmdic sample having molecular weight, above a threshold level „ re 
excluded from entering the micro-valve and ,l !cr d,y remain outside ortho 
micro-valve. These claims have also been armnded to speeify that tll0 mctho.1- 
inelud. modulating the porosity ortho micro- valve by applying a stimulus to .he 
Bol having n firs, poros ity to provide the £c | with a second porosity , hnt 
selectively allows sample components that ho ve a molecular weigh, below the 
threshold value to at leas, move into the mic, -valve white excluding „mry into 
the rmcro-valve of sample components having molecular weights ubovu the 
threshold value. Support fo, these amendments enn be found i n the specification 
ond the originally filed elaims, e.g., origin.,! Cl,i, lls 9 and IS, and page 13, line, 
17-24; page 7, lines 1 2-24; and page 7 lino 3 1 , 0 page 8, line 28. 

Claims 10 and 16 have been ame n( ,ed 1( , c,,,,^ lhe dep , ndcncics . 
Ctam 17 has been amended to specify that U,c kit includes at least one of: 
instructions for practicing the method of Claim 6 .•„„! means for obtain^ 
mictions forpractieingthe method of Chin, 6. instead of specifying Claim l 
Claims 1, 5, 9 and 15 have been caroled. The cancellation of claims i, 
"mdc without prejudice to renewal, without in,,,,! to acquiesce to any rejection 
«"d w.thou, inten, to surrender any subject matter encompass*, by lho ^ M 
cla.ms. The Applicants expressly reserve the ritfl , lo pursue any canceled 
subject matter in one or more continuation and/or divisional applications. 

As no new matter has been added by the alKjve amendment, the 
Applicants respectfully request entry thereof. 



s 
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Rejection Undbk 3£11& C.-&102(M 
Claims 1-16 have been rejected under 3.S U.S.C. § 102(b) nsbcini; 
anticipated by Balch ct al. (US 5,746,901). The Applicants respectfully submit 
that TJalch et al. do not anticipate Claims 6-16 (Claims 1-5 have been 
cancelled). 

Independent Claims 6 and 12, and the chums that depend therefrom, 
have been amended to specify JkEh&g^v^ibJc^c^ 

BOTQsityJb at can be modulated in respons e In ■ nn iUHl l i r :±^j.^^^±lx^^itjc g 
second porosity. The claims have also been ;i mended to specify that the 
methods include modulating the porosity ol'the micro- valve by applying jh a 
sljniuluAJp the col having a first porosity [<> pmyidc. Uie^cijviihiL^ccoiiiJ 
porosity that selectively allows sample ^nni.i^^r l >f^h J ,t^ :: ^^ ? ^ I |^r 
wgj&hLhslow the threshold value to at team i.«w„ ^Hjifgfjj^^^lyjlJlJiilc: 
excluding entry into the micro-valve ofs.-mir.^ p "'^^1^2i£il^^jmkciLbt; 
WQiahts above the thresh o ld value . Balch yt i\L do not teach a method that 
includes these elements. 

Balch ct al. do not teach a method thai includes applying a stimulus to a 
gel material having a first porosity to provide the material with a second 
porosity. Jn fact, Balch et al. fail to teach modulating a matrix to have any 
particular pore size, let alone modulating n gel matrix of a first porosity by 
applying a stimulus thereto to provide the i;el ihyjrix with a second porosily thai 
is permissive of certain sample components below a particular molecnlnr weight 
and exclusive of sample components above a particular molecular weight. 

Furthermore, Balch et al. also fail to leach n slcp that includes contacting 
the sieving matrix, whether porosity -moduiattd or noi, with a multi-component 
iluidic sample such that certain component oft ho -flm'dic sample having 
molecular weights above a threshold level :,ro excluded from entering the 
matrix and thereby remain outside of the matrix and components or the Iluidic 
sample having molecular weights below a threshold level at least enter the 
matrix. In fact, Balch ct al. teaches that all sample components enter (he matrix: 
"Biomoleculcs arc loaded into the microchannel*. . .and arc separated as lb,cy 
migrate down Ihe channel." (col. 5, lines 31-K, emphasis added) In other 
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words, Balch ct al. do not teach that any saill|> | 0 componmt. are excluded fto.n 
entering the matrix and in fact leach that they all "migrate down the channel". 

In making this rejection, the Examm^as-o ls that if Rale), ct al. employ 
the same material as the present invention, il is inherent that the matrix would 
function in tho same manner. However. the Applicant, respectfully subn.it tl, a , 
the function of a claimed micro-valve of.hc subject invention is dependant o,> n 
variety of different factors, one of which is 1l,e inycl modulation of the micro- 
valve gel material by an applied stimulus ami rnoja specifically on the 
modulation oflhe porosity of the gel to g„ fio m a fi, st porosity to a second 
porosity that selectively allows sample componc,,,,, havc a molecular 
weight below a threshold value to at least move into the micro-valve while 
excluding entry into the micro-valve of ^ components having molecular 
we.ghts above a threshold value. Accordingly, function of the claimed micro- 
valves is not simply solely dependant upon tho material of the claimed micro- 
valves, but also on tho novel modulation odhc m.Vro-valve gel ,o go from a 
first porosity to a second porosity as describe, t above. 

Accordingly, for at least the reason d,„,ihc<l above. Balch et ,i do not 
anticipate Claims 6-16. As such, the App.ica,,,, respect fully request thm this 
rejection be withdrawn. 

Claims 6-16 have been rejected under ;IS U.S.C. § 102(b) as being 
anticipated by Nelson e, al. (US 3.746.901). The Applicants respectfully submit 
that Nelson et al. do not anticipate Claims 6- It, (claims 1-5 have been 
canceled), as Nelson et al. do not teach each a,,, cv,ry c.aimed Ihmtatio,, 

Independent Claims 6 and 12, and the c him, that depend therefrom 
have been amended to sr^ify a^has^etslbU,.^ wUaUUwMilb* 

SSmdjjarosity, The claims have also been am.,,,*,! to specify that the 
methods include modulating the porosity of .he m-cm-valvc by inking the 
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M^^th^ji^,^. Nolson fll al cFo not ieach a raciho<) (hai 

includes tlicsc elements. 

Nelson et al. do not teach a method UkU toeIlllfal applying „ ...^ t<> 
a gel matcrta! living a iirs. porosity to p, ovido S c, materia, with a second 
porostty. I„ fact, Nelson ot „. do uot tB;|ch a ^ orn|0( , ul!i , ng ^ 
mcdmm or any other medium at ali to ch:m&! Ulc porosity , o( ^ 

moduiating the porosity of a go! medium by ;lp „ !yi „ g a slimuI()5 tQ (f)o 
mcdmm having a first porosity to provide th, g ,| modium with a second 
porosrty that selective* a „ ows sa mple Co,,,,,,,,,,,.* tllal „, v0 a molocuhr 
wo.ght below a threshoUl value to a, leas, move into .he medium while 
cx,h,ding entry into the medium of sample COim , oncn(s havinfi ^ 
weights above a threshold level. 

Nelson ot al. a.so Ml to teach a step aajncludo. ^ 
ennchmentmedium or any other medium, polity -modulated or o,„ trwisc 
w,th a mum.omponcn. fluidic sample such cc, tain components of the ' 
lmd,c s amp,e having modular weights a„ov, a (il ,c S ho.d .eve! are eluded 
from entenngthe medium and there b yro„,,iu olllsi dc of the medium Bnd 

C on,p 0 „e nlS of,he fl u i d i csam P ,e ha vi„ 8 „ 1 o,,,, ll:l r W c-i s h,sbe,„w a(llrcshol(1 
*vcl a, ,e as . enter the medium. For exanm,,, N „ S(11 , c! ^ ^ „„ 

^mponents of a samp.e arc moved into an cement channel. T„ oth U r word, 

f ° enrJChmCTl Channel - ™ «»n'y *» Nelson ctai. fi,i, to luoch lhc 
■uo ulat.cn step as claimed in the subject cl.,1,,,, but Nelson ct al. also fti, to 
teach thai there arc components of the S am r>) o lll0l temtin oulsj(Jo ^ 
enrtchmen, channe, as NCson et a,, teach ,.,:„ Ml oftho sample co, ilp „„ cnK nrc 
moved into the enrichment channel. 

The Examiner refers to thoparagraph brid-ung cols. S and 6 
desenbes an enrichment channe, embodiment Imwinj two gcls: , firs , 
porosity and second gel of fin e porosity (l : 0 , „, hnes 2 5-5S dobbin, 

cmbodtmoat still f ai | s lo teaeh the cIaimcd .^^.^ 

Not only do Nelson fail to teach mod,,,,,,,,,, d,o porosity ofa F e, to KO 

I" 1 a "T7 ity * a scco,ld porosily - b,,t ,n d -" ibi "« «"» « 

channel embodiment Nelson et al. clearly ,l,at the boundary be (wc ,„ ,hese 
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21 2 4 T !n in, ° reeC,i0n ° f mili " pmh (Co, « 

a «* is lhen applicd to ,„ ovo ((iis ^ Qf - 

*. — flow palh . away rrom (ho J 

4. firat , el the sccond fie , „„ 
eJcclrophorctic flow path. 

et a, a. Applloants subnijt (hn£ . lronl * 

- .nhc re „ t)y fUnc^ t)le , ny «« c < a 

^^ I -«* BrfIfcillIllallill||ta orMcIoimc ^ 

"4 no, do No lson et al . teach lhc comacl . nt! v(c() of cia . mg 6 ^ 

c, aims rrr" lh ; r ons dcscribod abovc ' ^ <* "° - 

Rejectii^w i r r n«... »5_iLl r_njn.i 

CI< 1 i ms 17-20havcbeB 11 r C jeot ei | lm ,icr35U,S C ~«10 3 r,',, k ■ 
.mpatcmablc over Bale), et a,, or Nelson « „ ■„ TT W b<M,,i; 
•^«C,ai,n Sl 7- 2 0 arepatentabIc ^^ " 3 ^ ' ^7™^'* 

Nelson ct al 5 t03<a > ovcr BalcJi ci ah and 

for practicing the mclhod of Chi m * . '"stmcf 

nod of Claim 6 or means for nb< £linijls sucIl ill8tn , c( 



ions 
: ions. 
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A, such, in order to render obvious Claims j 7-20, tt reference or cou.binatio,, of 
referees mu St teach or suggest a, ]east one of: inactions for practicing 
■ucthod of Claim 6 or means for obtal - ning , ls[1 , c(| . ojis {o[py )ho ^^^^ 

of Claim 6. 

However, as described above ncith*, Hnfch * .,. nor Nelson ,.t ,| tcch 
or even suggest aU of the claimed Hnuuuions of Clnim 6 ™,d thus thero is « 
mofvation ,„ modify to. invenlions to indlldB i|)slrlJc , ioiis rorpractici|]g lh(i 
™thod of Claim 6 or means for obtaining iMmelioa , for , rilcticing ,„„ ^ 
of Clann 6 as neither teaches such a method. 

The Examiner asserts (hat it would Inve hoc, obvious u, provide 
instructions or manuats that would explai,, tl > 1)ri , ,,,„, Jnay (losil . c , o ^ ^ 
dev.ee to perform experimental procedure I !ow«cr > as tho devices and 
expenmenta, procedures of lhe ciled le[cm ^ ^ ihai ^ 

mvcMlon.it wouhtno. be obvious to modify ^ys.d, instructions p.cvidcd for 
momventionsof these cited references to i„ slm c,„„ sttrtoprocUco(husub . cct 
mvc„t,„ n as claimed in Claim 6 as theme,,,,* of Claim o is note , a , li!llt or 
suggested in the cited references. 

For at least the reasons described above, CM,,,. 17-20 are patentable 
overB^ ct a , d ^ c[ al As such> Awucanis _ ^ 

ilia t tin s rejection be withdrawn . 
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CONCl.tlsinw 



The apphcants respectfully submit th.t all of the claims nrc in condition 
for allowance, which action is requested. iru,c Hvrunmer Rris that a telephone 
conferee would expedite the prosccn.iou of tbi, , ppIfcation> pIcase |e 
Ihc undersigned at (650) 327-3400. 

The Commissioner is hereby anLhonVul to charge any fees under 3 7 
CKR. M i ;I6 and U7 which may be rcciu . rcJ by thjs ^ ^ ^ ^ ^ 

overpayment, to Deposit Account No. 10991^75-1. 



Respectfully submitted, 



Date: y i 



By;_ 



Date; /j> J 



liyr 



■ Susan C. Toll 
Registration No. 5?,272 



Bret Weld 
Rcgis( ration No. 37,620 
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9. <p.„«0 

10. (Cur rentIy Amended) Tho mol ^ ^ (o 

S a, ( lst,muI« S i S achm lge i n i em p 0ratllrc S ' " L ' L " 1 



component fluidic sample. 1 

^U Uci „ g5 ai drauW . componcmniI ,, |cs:iB lp|ei|lloam . ro _ 
dcVKc hav, nE a fluid flow pafll and al Ieas( comprjs , nL 

exacting said introdueed , 

« n u , ic « havinfi ^ , 

at least move tnto said micro-valve while the ■ • 

ta- one conBtitaont thereof. ' ° """^ 40 « 



value to 
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13. (Original) The method according to Claim 12, wherein said phase 
reversible material is a phase reversible polymer. 

14. (Original) The method according to Chum 12, wherein said phase 
reversible material is thermo-rcversiblc, 

15. (Cancel) 

16. (Currently Amended) The method according to Claim 12 45, wherein 
said stimulus is a change in temperature. 

1 7. (Currently Amended) A kit for »*, in sv^eii veiy separating at I cost 
one component from a multi-component f|i.idic tdmpte. said kit comprising: ' 

(a) a micro-fluidic device having fluid How path and at least one 
micro-valve comprising a phase reversible material; and 

(b) at least one of: 

CO instructions for practicing the method of Claim 6 and 
(it) means for obtaining instructions for practicing the 

method of Claim 6 4; wherein said instruction* and ,„cm* for obtaining the 

same arc recorded onto a substrate. 

1 S. (Original) The kit according to Claim 1 7. wb.rcin 51 ,id substrate is a 
printable substrate. 

19. (Original) The kit according to Claim 1 7, herein said subside is an 
electronically recordable substrate. 

20. (Original) The kit according.* Claim 1 7. wherein said kit further 
comprises a phase reversing means. 



4 



12/23/03 TUE 18:24 {TX/RX NO 5634] @006 



